AppficatioB No. }0/5Sf>J5i 

Amendment dated Noveitiber 10, 20(}S) 

Reply JoNoa-Fma! Office Action of Joiie 16, 2009 

REMARKS 

Claims 1-12 are peadmg in the applkatioa. Claim 9 is amended. Support tor tiie 
amendment can be found in paragraph |{KK)5 j of the U.S. pubiished application no. 
20070065493, which is the publication of tJie present application. 

Claim Rejections - 35 USC § 103 

Claims 1-3, 5-7, and 9-1 i were rejected as being impatentable over Hirano et al, 
OP I l-00!44i) of rccord, in view of Blaiik et al (US Patent 5,128 J38). Hiraiio 
describes a percutaneoiisly absorbable preparation containiijg 

a. 10-30% of a sty rene-isoprenc-styrenc block polymer 

b. 10-60% of a softening agent [".S"]; 

c. 20-60% of a fackifying resin ["R'l. and 

d. i - 1 i}% of iicsylcne glycol ("A"{, all based on weight. 
Meanwhile, Blank describes a mixture of estrogen with an imcross-hnked, water- 
insoluble vinylprroiidone copolymer. The water-insoluble vinylprroiidone copolymer is 
produced by the copolymerization of vinyipyrroiidone ["V"] with one or more 
appropriate comonomer ["C"] (see column 4, lines 54-59). According to this rejections, 
a person having ordinarj' skill of the art would combine i > S + R 4- A with V + C, then 
djfop A and C to arrive at I S R -s- V. 

First of ail, there is no reason or suggestion why one would breakuii the 
uncrosslinked, water-in.'joh.iblc vinylpn:oiidone copolymer of Blank and use only the 
vinylpyrroiidonc portion m a poiyvinyipyrroiidone form. Secondly, there is nothing in 
either reference that would suggest the elimination of hexylene glycol. Hexylene glycol 
is a key element of the Hirano reference (see pafaj/iViplis \ W\ 3 ; and jOO !4j of I-iirano). 
Why wotikl a person ha\ mg ordinary skill in ti>e art would cHnitriatc tlii.s wavcr-sokibie 
key elemetn ajid add iiisfcad the vtiiylpyrrolidonc portioii of the vvatcr-insohible 
vinylpyrroiidonc eopolyriicr of Blank? The preparation disclosed in the .Hirano reference 
woiiSd not even be aJi attractive starting materiai for experimentation, since he.xylcne 
giycoi is a diol and like another alcohol, ethanoi, is an irritant (see exhibit A and 



- Page 4 of 6 - 



Apphcatloa Nt>. |y.'5Sf).«51 
AinenJincni dated Novernber !0, 20{>9 

paiagraph j<K>0^ j ot the applicaiion) One of the ad^aiiiagcs of the ptcpatation oi Uk 
present application js reduced skm imtation a<; &ho\vn m Fable 4 (<;ce patagrapbs j(KJ44 j 
and j 0045] of pubHshsid apijlkatiotj). 

As stated in the recent Board of Patesit Appeals and Interference's decision, i^jf 
wr/j;' Francis X.Hurscy. Appeal 20(mKB346, Decided June 1 L 2t)09, 

.u') Uv^ v>v'>cv nvten\eFvjr\iw i^P\f^^tl\ai aC HNi^in4o" K< > i :00'^ 
I , page 4: 

ub\ loudness lequitc^ <i suggc<>uon of all the elemenTs ai 'i c'aim 
{inn i)K \ }iciiPiphu lVurp.,l4')fMni}<A}"^U\^i^'i Cm imsn 
and "a reason that would have prompted a person of oiduiai^ skill m the 
relevant field to combine the eleinents i« the way (he ckimed new invention 
does." KSH Jm V Co. v. Tahflcx Inc.. 550 IT.S, .vis, 418 (2007), 

There js no suggestion of all the elements in the claims of the present iavention, as 
amended and currently pending, m tlie prior art references and no reason why a pereoa of 
ordinary skill would combine these elements "in the way the claimed new in vention 
does," Both references teach estrogen deliverj' systems. There is no reason to rearrange 
and combine elements to achieve the prev^eat invention, Applicajits respcctfuUy maintain 
that the claims as filed and amended are in condition for allovt'ance. 

Claims 4, 8 and 1.2 were also rejected as being unpatentable over Hirano et ai. ( jP 
11-001441) of record, in view of Blaak et al. (US Patem 5, !28J38) and fiirtiier in view 
of Azuma ei al. (IIS Patent 5,200,190). The same arguments apply to this rejection as 
discussed above. Since the adhesive layer of the present application is unobvious over 
the teaching Hirano in view of Blank, applicants respectively submit that tbe addition 
element of the backing is not relevant. 
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Reply toNoa-Fina! Office Action of June 16, 2009 



CONCXTiSION 

Ifihc Examinci- has. any cjuestions or suggested Examiner'^, amcadmenis. the 
Examiact !s ii.'^[>e(. tluliy requested to call the undei smued. 

The Commissioner is hereby authorized to charge any additional fees, or to credit 
any overpayment, to Deposit Account No. 50-3195. 

Respectfiiily submitted. 



Date: November 10, 2009 /Matiettc Denais.''' 

Maiiette Dennis (Reg. No. 30,623) 
Ostrager Chong Flaherty & Broitman, P.C, 
570 Lexington Avenue, Fioor 17 
New York, NY 10022-6894 
Tel.: 212 681-0600 
Fax:212 681-0300 

Appendix 

1 . Exhibit A ~ .Rexylene glycol 
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